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DETAILED ACTION 

1 . This action is in response to the amendment filed on 1 1/13/2007. 

2. Claims 1,10 and 19 have been amended. 

3. Claims 1-20 remain pending and have been considered below. 

Response to Amendment 

4. The rejection to claims 1,10 and 19 under 35 USC 112, first paragraph of 
previous office action is withdrawn in view of Applicants' amendment. 

5. The rejection to claims 1,10 and 19 under 35 USC 112, second paragraph of 
previous office action is withdrawn in view of Applicants* amendment. 

6. The rejection to claims 19 and 20 under 35 USC 101 of previous office action is 
maintained in view of Applicants' amendment. 

7. The rejection to claims 1-6, 8-15 and 17-20 under 35 USC 102(b) of previous 
action is maintained in view of Applicants' amendment. 

8. The rejection to claims 7 and 16 under 35 USC 103(a) of previous office action is 
withdrawn in view of Applicants' amendment. 

Response to Arguments 

9. Applicant's arguments filed 1 1/13/2007 have been fully considered but they are 
not deemed persuasive. 
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Applicants assert on pages 9-10 of the amendnnent regarding claims 1,10 and 
19 that Halviatti fails to teach script translation means for intercepting a call from the 
automation script to a function simulating a user action on the application while 
protecting the application's natural run-time execution . Applicant further asserts that 
Halviatti relies on the specific interception of the running application to achieve its goals, 
therefore not protecting the application's natural run-time execution, including the need 
to write ATUs (Application Translation Units), which are not necessary in the claimed 
invention. 

Examiner respectfully disagrees with all the allegations as argued. Firstly, 
Halviatti teaches "... the target application is registered with the Message Engine 350. 
In particular, hooks are installed by a corresponding ATU 340 so that events within the 
target application of interest are trapped' (See col. 10, lines 43-47). In other words, 
Halviatti uses hooks to intercept calls. No where in Halviatti's approach teach, relies on 
the specific interception of the running application to achieve its goals. Secondly, 
intercepting a call as recited in the independent claims can be interpreted as specific 
interception or not specific interception (See at least col. 9, lines 17-19). The claimed 
limitation does not limit to any kind of interception. Thirdly, Halviatti teaches ''general 
system events, that is, ones not specific to any particular application, may be processed 
by the CBT system 300 as weir (See at least col. 9, lines 17-19). In other words, 
Halviatti's approach is not only rely on the specific interception of the running application 
to achieve its goals but it also relies on none specific interception and therefore it's 
protecting the application's natural run-time execution. Even assuming that Halviatti 
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relies on the specific interception of the running application to achieve its goats, 
Applicants cannot assume that Halviatti's interception is not protecting the application's 
natural run-time execution by saying that Halviatti*s approach relies on the specific 
interception to achieve its goals. Lastly, if the Applicants believe that Halviatti's 
interception is not protecting the application's natural run-time execution, the Applicants 
need to show more evidences. 

Applicant further asserts on page 10 of the amendment regarding claims 2, 11 
and 20 that Halviatti fails to teach selective text locator means coupled to the message 
translation means for selectively supplying appropriately translated text to the 
automation scripts run time execution depending on the function call in a case that a 
same text string is translated based on context because a general call to translate a 
message in a Window environment is not equivalent to selecting an accurate text 
translation from a plurality of available translations (not in the claims). 

Examiner respectfully disagrees with the allegation as argued. Firstly, the 
claimed limitation is limited to one available translation (i.e. supplying appropriately 
translated text). Secondly, a call to GetMessage() to retrieve a translated message is 
equivalent to supplying appropriately translated text. Finally, even assuming that the 
translated text is selected from a plurality of available translations, Halviatti teaches that 
the TranslateMessageO function translates messages from a queue (See col. 7, lines 
55-67 - col. 8, line 1). In other words, GetMessage() returns a translated message from 
a plurality available messages from a queue. 



Application/Control Number: Page 5 

10/714,018 

Art Unit: 2191 

Examiner is entitled to give claim limitations their broadest reasonable 
interpretation in light of the specification. See MPEP 2111 [R-1] Interpretation of 
Claims-Broadest Reasonable Interpretation. During patent examination, the pending 
claims must be given the broadest reasonable interpretation consistent with the 
specification. 

Applicants always have the opportunity to amend the claims during the 
prosecution and broad interpretation by the examiner reduces the possibility that the 
claims, once issued, will be interpreted more broadly than is justified. In re Prater, 162 
USPQ 541, 550-51 (CCPA 1969). 

Claim Rejections - 35 USC §112 

10. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 7 and 16 contain the trademark or trade name JAVA. Where a trademark 

or trade name is used in a claim as a limitation to identify or describe a particular 

material or product, the claim does not comply with the requirements of 35 U.S.C. 112, 

second paragraph. See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 1982). The 

claim scope is uncertain since the trademark or trade name cannot be used properly to 

identify any particular material or product. A trademark or trade name is used to identify 

a source of goods, and not the goods themselves. Thus, a trademark or trade name 

does not identify or describe the goods associated with the trademark or trade name. In 

the present case, the trademark or trade name is used to identify or describe a family of 
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products generated in the proprietary programming language called JAVA and 
accordingly, the identification or description is indefinite. 

Claim Rejections - 35 USC § 101 

11. 35U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims19 and 20 are rejected under 35 U.S.C. 101 because claim rejected under 
35 U.S.C. 101 because: Although, Applicants have amended claim 19 to recite 
"tangible computer readable storage medium", but the specification provides intrinsic 
evidence that this tangible computer readable storage medium can also include data 
carrier. Applicants are suggested to amend the specification paragraph [0079] to 
include "...a computer program element carried on any suitable data carrier or computer 
readable storage medium, such as a magnetic or optical computer disc " and amend 
claim 19 to recite " computer readable storage medium " to overcome the rejection. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication In this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 
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2. Claims 1-20 are rejected under 35 U.S.C. 102(b) as being anticipated by Halviatti 
et al (US Patent No.: 5.475,843). 

As per claims 1.10 and 1 9: 
Halviatti discloses: 

- automation script means for receiving an automation script for automating use of 
the user interface in an application ("sends appropriate script scenes to the 
Script Engine" col. 10. lines 36-37; also see for example, FIG, 6, and texts 
which further expand their features col. 21 , lines 35-46); and 

- script translation means for intercepting a call from the automation script to a 
function simulating a user action on the application while protecting the 
application's natural run-time execution ("Message Engine may trap each 
CreateWindow API call for determining each screen object which is about 
to be created" col. 24, lines 33-35), retrieving a translated text string associated 
with the function call ("retrieved by a call to GetMessage(...)" col. 7, lines 55- 
62). and calling the function simulating the user action with the translated text 
string ("class methods are provided for simulating user events. For 
instance, the Click(), DblClick()..." col. 33, lines 25-30; "user interaction 
simulation, and Resource tracking" col. 34, line 16; "Each GEM can simulate 
any possible operation that a user would perform an any given element..." 
col. 35, lines 38-44). 
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As per claims 2. 1 1 and 20: 
Halviatti discloses: 

- message translation means for supplying translated text for the automation 
script's run time execution ("TranslateMessageO" col. 7, line 64; "ATUs 
translate low-level messages into high-level messages" col. 22, lines 39-40); 
and 

- selective text locator means ("GetMessageO" - a message is retrieved by a 
call to GetMessageO" ^ol. 7, line 61; retrieving a message/text is the same 
as locating a message/text) coupled to the message translation means for 
selectively supplying appropriate text to the automation script's run time 
execution depending on the function call ("the retrieved message may be 
translated by a call to TranslateMessage" col. 7, lines 63-64). 

As per claims 3 and 12: 
Halviatti discloses: 

- wherein the selective text locator means is arranged to selectively supply 
appropriate text to the automation script's run time execution depending on a 
resource ID of the function call ("an unique id is constructed for this top level 
menu. ..the resource database is search for the record under this id. ..the 
tope level menu string from the menu handle is retrieved. ..a preferred 
name is also retrieved..." col. 37, lines 4-10). 
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As per claims 4 and 13: 
Halviatti discloses: 

- a library ("GEM Library" col. 31. line 21, a collection of GEMs) including a 
function having the same signature as the function call and which is arranged to 
retrieve the translated text string before the function call ("a GEM encapsulates 
the behavior of irreducible user interface elements such as push buttons, 
checkboxes, listboxes, menu items. ..when GEM is instantiated, it takes two 
parameters... the GEM can be instructed to run a self test method by simple 
comparing its expected attributes against its actual attributes (retrieved 
from the actual element on the screen which the GEM represents)" col. 31, 
line 60 - col. 32, lines 1-60); and 

- one of a file ("a GEM" col. 31 , line 43) referencing the library ("when a GEM 
instantiated, it takes two parameters: a reference to its parent and..." col. 
31, lines 52-44; a GEM is also considered as a file or a program, it 
references to its parent, a library), the automation script being arranged to 
reference the file and the library ( Upon invocation of a test script, the Test 
Runtime Library is loaded, the resource database is opened and initialized 
the GEM library classes are loaded..." col. 41, lines 15-20; which means, 
when the a test script is being tested, the GEM library classes gets called), 
and the library including the retrieval function ("self test method is comparing 
its expected attributes against its actual attributes (retrieved from the 
actual element on the screen which the GEM represents)" col. 31, lines 51- 
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55) and the function call ("a GEM ... a reference to its parent" col. 31, lines 43- 
44, a call to its parent) , the library being arranged to be called by the 
automation script ("Upon invocation of a test script, the Test Runtime Library 
is loaded, the resource database is opened and initialized the GEM library 
classes are loaded..." col. 41, lines 15-20; which means, when the a test 
script is being tested, the GEM library classes get called). 

As per claims 5 and 14 : 
Halviatti discloses: 

- wherein the file referencing the library comprises an include file ("Appendix E: 
Window Proxy" col. 49), 

As per claims 6 and 15: 
Halviatti discloses: 

- wherein the library including the retrieved function and the function call has the 
same name as a library containing the function called by the automation script 
("GEM Library" col. 31, line 21; GEM Library including retrieved function and 
function call disclosed above and is called by automation script upon 
invocation of a test script). 



As per claims 7 and 16: 



Halviatti discloses: 
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- wherein the automation script comprises a script (see at least col. 10, line 36 
"script"). 

As per claims 8 and 17 : 
Halviatti discloses: 

- wherein the automation script is in the English language and the application is 
arranged to use a non-English language ("a lingua franca or common 
language for all events" col. 9, lines 20-22), 

As per claims 9 and 18 : 
Halviatti discloses: 

- wherein the user interface comprises a graphical user interface (FIG. 1, and text, 
which further expand their features, col. 5, line 51). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Phillip H. Nguyen whose telephone number is (571) 
270-1070. The examiner can normally be reached on Monday - Thursday 10:00 AM - 
3:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wei Y. Zhen can be reached on (571) 272-3708, The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

PN 

12/28/2007 ^ 




